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DETAILED ACTION 

Claim Rejections - 35 USC §112 

1 . Claim 5 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. Claim 5 reads "an optical part obtained by curing the 
composition according to." Claim 5 is indefinite because it does not depend on any of 
the claims 1-4. For the purpose of further examination, the examiner takes the position 
that claim 5 is dependent on claim 1 . 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Takase et al. (US Patent No. 6440519). 

4. Regarding claims 1 and 4; Takase et al. discloses a photocurable resin 
composition which comprises (A) a urethane (meth)acrylate oligomer obtained by the 
reaction of (a) at least one polyol compound, (b) a polyisocyanate compound, and (c) a 
hydroxyl group-containing (meth)acrylate compound; (B) a (meth)acryloylphosphate; (C) 
a multifunctional (meth)acrylate compound; and (D) a photopolymerization initiator 
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(abs). The photocurable resin composition is useful as an adhesive for the manufacture 
of optical disks (coM, Iine17-line19). 

5. Takase et al. teaches a photocurable resin composition, comprising component 
(C) a (meth)acrylate compound. The component (C) may comprise one or more 
(meth)acrylate compounds, which include both monofunctional and multifunctional 
compounds (col9, Iine41- coMO, Iine31). Given examples of the monofunctional 
acrylate monomers include phenoxyethyl (meth)acrylate (coMO, Iine4), and compounds 
represented by the following formula (1 1 ): 



Wherein R 2 is a hydrogen or methyl group, R 3 is an alkylene group having 2-6 
carbon atoms, R4 is an alkyl or aryl group having 1-25 carbon atoms, and is preferable a 
phenyl group, optionally substituted with an alkyl group having 1-12 carbon atoms, and 
b is an integer from 0-12 (coMO, Iine22-line31). The monofunctional acrylate compound 
as taught by Takase et al. reads on applicants claim to a (meth)acrylate as required by 
component (A). 

6. Takase et al. teaches suitable multifunctional (meth)acrylate compounds to be 
trimethylolpropane tri(meth)acrylate, pentaerythritol (meth)acrylate, trimethylolpropane 
trioxyethyl (meth)acrylate, tris(acryloylethyl) isocyanurate (colli, Iine3-line7), and 
commercially available Aronix M-31 5 (coM 1 , Iine45). The multifunctional acrylate 
compound as taught by Takase et al. reads on applicants claim to the multifunctional 
(meth)acrylate as required by component (B). 



(11) 
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7. The polymeric polyol compound (a) as taught by Takase et al. can be one or 
more selected from the group consisting of polyester polyols or polycarbonate polyols 
(col3, Nne1-col4, Iine11). An example of a commercially available polycarbonate polyol 
used by Takase et al. is PLACCEL CD-220PL (col4, Iine4); which is a preferred 
example of the applicant. 

8. Takase et al. fails to teach the range of 5-50 wt% of the total acrylic components 
in the composition are (meth)acrylate compounds. The methyl group of the 
(meth)acrylate causes the compound to be more hydrophobic, as compared to an 
acrylate compound. The optimal amount of the (meth)acrylate range can determine the 
hydrophobicity of the composition, therefore it would have been obvious, to one of 
ordinary skill in the art, at the time the invention was made to vary the amount of 
(meth)acrylate compounds as it done in routine experimentation. 

9. Regarding claim 2 ; Takase et al. teaches that the proportion of various 
components should be determined so as to make the refractive index of the cured 
products 1 .50-1 .60 at 25°C, which reads on the range of 1 .55 or more as required by 
the applicant (col15, Iine23-line25). 

1 0. Regarding claim 3 : Takase et al. teaches that it is desirable that the various 
components are blended in proportions such that the glass transition temperature of the 
resulting cured products is in the range of preferably 30 to 120°C (col14, Iine55-line59). 
The glass transition temperature as taught by Takase et al. reads on the softening point 
as required by the applicant. 
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1 1 . Regarding claim 5 : Takase et al. discloses a photocurable resin composition 
useful as an adhesive for the manufacture of optical disks. Theses adhesive 
compositions are suitable for the use in laminating the multi-layers of optical disks 
because, upon curing, they have excellent optical transparency, low shrinkage, high 
temperature resistance, high impact resistance, and exhibit good bonding 
characteristics to a variety of materials (col2, Iine20-line25). 



Correspondence 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jessica Paul whose telephone number is (571)270- 
5453. The examiner can normally be reached on Monday thru Friday 8:00- 6:00p; 
alternate Fridays off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark Eashoo can be reached on 571 -272-1 1 97. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Mark Eashoo, Ph.D./ Jessica Paul 

Supervisory Patent Examiner, Art Unit 1796 Examiner 
2-Sep-08 ' Art Unit 4171 

/J MP/ 



